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Qpi ni on by Chapman, Adm nistrative Tradenmark Judge:

On March 16, 1998, McroStrategy Incorporated filed an
application, based on Section 1(b) of the Trademark Act, 15
U S.C. 81051(b), to register the mark DSS BROADCASTER on
the Principal Register for the foll ow ng goods, as anended:
“conputer software for on-line analytical processing and
data anal ysis, nanely, processing and anal yzing data for
t he purpose of delivering custom zed and personalized
information to targeted recipients” in International C ass
9. Applicant filed, on Cctober 6, 1998, an anendnent to

al | ege use (which was accepted by the Ofice), asserting
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dates of first use and first use in commerce of August 11,
1998.

The Exami ning Attorney refused registration on the
ground that the term DSS BROADCASTER, when applied to the
identified goods, is nerely descriptive of the goods under
Section 2(e)(1) of the Trademark Act, 15 U S.C.
8§1052(e)(1). The Exam ning Attorney also required a
di scl ai mrer of “DSS.”

When both the refusal and the disclainer requirenent
were made final, applicant appealed to this Board. Both
applicant and the Exam ning Attorney have filed briefs, but
an oral hearing was not requested.

Prelimnarily, we note that the Exam ning Attorney who
wrote the brief on appeal withdrew the requirenent for a
di sclaimer (brief, footnote 3, p. 3). Thus, the only issue
before the Board is whether applicant’s mark is nerely
descriptive under Section 2(e)(1l) of the Trademark Act.

The Exam ning Attorney contends that the term DSS
BROADCASTER is nerely descriptive of a central feature of
applicant’s conputer prograns, specifically dissemnating
or broadcasting information; that “DSS” means “deci sion
support systeni and “broadcast” neans “to di ssenm nate

information to several recipients sinmultaneously”; and that
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t he conbi nation of “DSS” and “BROADCASTER' does not create
a separate, non-descriptive term

In support of her position, the Exam ning Attorney
submtted the dictionary definition of “broadcast” set
forth above, as well as the followi ng definition of “DSS,”

both from The Conputer d ossary: The Conplete Illustrated

Dictionary (Seventh Edition 1995):

“1. (Decision Support System An

i nformation and pl anning systemthat
provides the ability to interrogate
conputers on an ad hoc basis, analyze
information and predict the inpact of
deci sions before they are made.

DBMSs | et you sel ect data and
derive information for reporting and
anal ysis. Spreadsheets and nodel i ng
prograns provide both anal ysis and
‘“what if? planning. However, any
single application that supports
decision making is not a DSS. A DSS is
a cohesive and integrated set of
prograns that share data and
information. A DSS might also retrieve
i ndustry data from external sources
that can be conpared and used for
hi storical and statistical purposes.

An integrated DSS directly inpacts
managenent’ s deci si on- maki ng process
and can be a very cost-benefici al
conputer application. See EIS.

2. (Digital Signature Standard) A
Nat i onal Security Adm nistration
standard for authenticating an

el ectroni c nmessage. See RSA and
digital signature.”

The Exam ning Attorney al so submtted 27 excerpted

stories as representative of the 153 stories found in the
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Nexi s dat abase “in which information about the applicant’s
goods appeared.” (First Ofice action dated February 22,
1999, p. 2). Sone exanples thereof follow (enphasis
added) :

Headl i ne: Braced to best M crosoft,
others, McroStrategy helps firns

navi gat e data

A new product, DSS Broadcaster, wll
distribute information nore cheaply to
t he mass busi ness market via wrel ess
pagers, pagers, fax machi nes and
other..., “USA Today,” February 17,
1999;

Headl ine: M croStrategy hel ps Lexis-
Nexi s better serve its custoners
...Lexis-Nexis is currently eval uating
M croStrategy’ s DSS Broadcaster, the
industry’s first Information Broadcast
Server, so that pertinent custoner
information can be distributed to
several output devices, including,...
M croStrategy, DSS Suite, DSS Agent,
DSS Wb, and DSS Broadcaster are either
trademarks or registered trademarks of
M croStrategy Incorporated in the
United States and certain other
countries...., “M Presswire,” January
21, 1999;

Headl ine: M croStrategy DSS Broadcaster
wi ns The Data Warehouse Institute’s

Pi oneering Products Shoot - Qut

...l nnovative New Product Set to
Redefi ne E-Busi ness Market.

M croStrategy denonstrated DSS
Broadcaster’s innovative ability to
del i ver personalized broadcasts,
conplete with sophisticated anal yses
derived froma rel ati onal database, to
several output devices including enail,
pager, and nobil e phone. DSS
Broadcaster alerts users to inportant
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busi ness events via existing and
ener gi ng conmuni cati on channels, only
notifying users when pre-determ ned
busi ness conditions are net. Wth
timely receipt of useful information,
DSS Broadcaster enabl es users at the
departnental , enterprise, supply chain,
and even consuner |evels to make better
deci sions. Any conpany that uses DSS
Broadcaster can transformitself into
an e-business....,“M Presswire,”
Novenber 10, 1998;

Headl ine: McroStrategy naned a prem er
menber of IBM s Sol ution Devel oper

Pr ogram

M croStrategy’ s | atest product, DSS

Br oadcast er, hel ps busi nesses maxi m ze
their investnments in data warehouses
and comruni cati on devi ses, such as
emai |, fax, pager and nobile phone. As
the industry’s first Information

Br oadcast Server, DSS Broadcast er
delivers personalized analysis from
dat a war ehouses to conmon busi ness
nedia on a tinme or event triggered
basis. By delivering personalized
information froma DB2 Universa

Dat abase data warehouse to users, DSS
Br oadcast er hel ps organi zati ons

| everage their |1BM software and

har dwar e i nvestnents whil e extendi ng
access to information throughout and
beyond the enterprise...., “M
Presswire,” Novenber 10, 1998; and

Headl i ne: M croStrategy announces
support for HP s new HP 9000 V2500
enterprise server

a nenber of HP' s Open Warehouse
alliance program extended the reach of
t he data warehouse even further by
delivering DSS Broadcaster, the
industry’s first Information Broadcast
Server that |everages established and
ener gi ng conmuni cati on channels to
extend access to information throughout
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the enterprise and beyond. Through the
delivery of e-broadcast servers via e-
mai | , fax, pager and nobil e phone, DSS
Broadcaster is enabling organi zations
to target an entirely new group of
users to their data warehouses. The
applications require highly avail abl e
systens and ..., “Wth the introduction
of DSS Broadcaster, M croStrategy
custoners need the right infrastructure
to broadcast information throughout and
beyond | arge organi zations. Qur joint
custonmers will find that the ...,” “M
Presswire,” Decenber 9, 1998.

In addition, the Exami ning Attorney relies on
applicant’s uses of the terns “broadcast(s)” and
“broadcasting” appearing in applicant’s website. The
Exam ning Attorney contends that the website describes the
features of applicant’s product through uses such as the
foll ow ng: “personalize the contents of broadcast nessages
for each individual recipient,” and “satisfy specialized
requi renents and custom ze each broadcast nessage.”

Applicant urges reversal on the basis that the
Exam ning Attorney inproperly dissected the mark rather
than considering the mark as a whole in determning
descriptiveness; that there is nothing about the nmark taken
as a whol e which would enabl e potential purchasers to
i mredi ately understand the precise nature or the intended

function of applicant’s goods; that the acronym “DSS’

refers to things other than “decision support system” such
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as “digital signature standard,” “digital satellite
system” “data storage set” and “docunent storage systenfq
that the terns DSS (which can refer to different things)
and BROADCASTER (when taken in the normal neaning rel ated
to “broadcast” as defined in the conputer dictionary),
taken together, do not describe applicant’s product or its
functi on because “a deci sion support systemis not
informati on and a deci sion support systemis not

di ssem nated to several recipients” (applicant’s response,
July 19, 1999, p. 4); that the purchasing public will have
to use inmagination, thought and perception to ascertain the
nature of applicant’s product (which “allow its purchasers
to dissemnate information to others on an individualized
basis” (applicant’s response, July 19, 1999, p. 5); that
the mark is at nost, suggestive, not nerely descriptive, of
applicant’s product; and that all of the excerpted Nexis

stories submtted by the Exam ning Attorney were about

applicant’s involved product, and do not establish that the

! Applicant referred inits brief (p. 5) to attached entries from
two different website resources, one glossary and one acronym
server, but there are no such attachnents in the record.

However, we take judicial notice of the Acronyns, Intialisns &
Abbrevi ations Dictionary (28th ed. 2001), which includes all of
the nmeanings |listed above as well as nunerous others. See TBMP
§712. 01.
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term DSS BROADCASTER is nerely descriptive of the involved
goods.EI
The test for determ ning whether a mark is nerely
descriptive is whether the mark forthwith conveys an
i mredi ate i dea concerning a quality, characteristic,
function, ingredient, attribute or feature of the product
or service in connection with which it is used. See In re
Abcor Devel opnment Corp., 588 F.2d 811, 200 USPQ 215 (CCPA
1978); and In re Bright-Crest, Ltd., 204 USPQ 591 (TTAB
1979). Moreover, the i medi ate i dea nust be conveyed with
a “degree of particularity.” In re TMS Corporation of the
Anericas, 200 USPQ 57, 59 (TTAB 1978). See also, Inre
Entenmann’s Inc., 15 USPQ2d 1750, 1751 (TTAB 1990), aff’d,
unpub’d, Fed. Cr. February 13, 1991. As the Court stated
in In re Abcor Devel opnent, supra: “Although a mark nmay be
generally descriptive, if it also functions as an

indication of origin, it is not ‘nerely descriptive. See

2 Applicant also referred inits brief (pp. 6-7) to attached
copi es of nunerous third-party registrati ons wherein disclainers
of “DSS” were not generally required by the USPTO  Again, these
attachments were not enclosed with the brief. However, the

phot ocopi es of third-party registrations are not necessary to our
deci sion herein because the Exani ning Attorney has w thdrawn the
requi rement for a disclainer of “DSS.”

W note that even if the photocopies of third-party

regi strations had been attached to applicant’s brief, they would
be untinely filed under Trademark Rule 2.142(d), and the

Exam ning Attorney properly objected thereto (brief, footnote 6,
p. 5). Thus, the material would not have been considered by the
Boar d.
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also, Inre Qk-Print Copy Shop, Inc., 616 F.2d 523, 205
USPQ2d 505 (CCPA 1980). \Whereas, a mark is suggestive if

i magi nation, thought or perception is required to reach a
conclusion on the nature of the goods or services. See In
re Qui k-Print Copy Shop, Inc., 616 F.2d 523, 205 USPQ2d 505
( CCPA 1980) .

It is also well-established that the determ nation of
nere descriptiveness nust be made not in the abstract or on
the basis of guesswork, but in relation to the goods or
services for which registration is sought, the context in
which the termor phrase is being used on or in connection
W th those goods or services, and the inpact that it is
likely to make on the average purchaser of such goods or
services. See In re Pennzoil Products Co., 20 USPQ2d 1753
(TTAB 1991).

Viewing this record inits entirety, we find that the
Exam ni ng Attorney has not established a prina facie
showi ng that the mark DSS BROADCASTER, taken as a whole, is
nmerely descriptive of applicant’s “conputer software for
on-1line anal ytical processing and data anal ysis, nanely,
processi ng and anal yzing data for the purpose of delivering
custom zed and personalized information to targeted
recipients.” Wiile it is true that DSS is an acronym for

“deci sion support systeni (as well as being an acronym for
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several other things), and that neaning may be the nost

rel evant to applicant’s involved goods, nonethel ess, the
Exam ni ng Attorney has not established how the acronym DSS
coupled with the word BROADCASTER i mmedi ately and forthwith
conveys descriptive information about a significant feature
of applicant’s invol ved goods.

Applicant’s use in its website of the general terns
“broadcast(s)” or “broadcasting” does not establish that
DSS BROADCASTER is nerely descriptive of the involved
conputer software. See In re Hutchinson Technol ogy Inc.,
852 F.2d 552, 7 USPQd 1490 (Fed. Cir. 1988) (wherein the
Court majority’ s discussion of the term*®technol ogy” was
wi thin the context of whether the mark HUTCH NSON
TECHNOLOGY was primarily merely a surnane, but the Court
stated “the fact that the term‘technology’ is used in
connection with conputer products does not nean that the
termis descriptive of them Many ot her goods possibly may
be included within the broad term‘technology’”). 1In fact,
applicant’s website reveals that applicant consistently
uses “DSS Broadcaster[tm” and “DSS Broadcaster” throughout
the website. That is, applicant does not use the term
descriptively within its website.

Al'l of the Nexis excerpts submtted by the Exam ning

Attorney utilize DSS BROADCASTER as a trademark and al

10
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clearly treat the termas applicant’s tradenmark, and sone
of the stories explicitly refer to DSS BROADCASTER as
applicant’s trademark.

As stated previously, the burden of establishing a
prima facie case that applicant’s mark is nerely
descriptive of the involved goods rests with the Exam ni ng
Attorney. In this case, the Exam ning Attorney did not
submt any evi dence what soever denonstrating the
descriptive nature of “DSS BROADCASTER,” as a whole, for
the identified goods.

O course, if doubt exists as to whether a termis
nerely descriptive, it is the practice of this Board to
resol ve doubt in favor of the applicant and pass the
application to publication. See In re The Stroh Brewery
Co., 34 USP@2d 1796 (TTAB 1995). In this way, anyone who
believes that the termis, in fact, descriptive, nay oppose
and present evidence in an inter partes proceeding on this
i ssue to the Board.

Decision: The refusal to register under Section
2(e)(1) is reversed.

ok k ok ok
Bucher, dissenting:
| nasmuch as | harbor no doubts about the

descriptiveness of the term DSS BROADCASTER for this

11
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conputer software, | do wsh | could convince ny coll eagues
that we should affirmthe Trademark Exam ning Attorney.
Having failed to do so, | respectfully dissent fromthe
majority decision. Despite the thin record in the instant
application, and the confusing and contradi ctory manner in
which the Ofice over the past several years has dealt with
applicant’s various alleged marks containing the term
“DSS,” | conclude that the instant record, as a whole,
supports an affirnmance herein.

Let us look first at the term“DSS.” Wether one
calls it “group DSS,” executive information systens (EIS),EI
“on-line anal ytical processing” (CLAP),D(N know edge
di scovery systens, information systens managers and
busi ness executives both understand that these can all be
| unped into a catch-all category of systens called
“Deci sion Support Systens,” or “DSS.” Cearly, the first
dictionary definition cited in the majority opinion
denonstrates that the term “Deci sion Support System” and
its initialism®“DSS,” continue to be useful and inclusive
terms for many types of infornmation systens that support
deci sion-making. In fact, in the context of the identified

goods, the term“DSS” is a generic designation, and cannot

See dictionary definition, supra, p. 3.
See applicant’s identification of goods, supra, p. 1.

AW

12
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be considered as proprietary to McroStrategy | ncorporated.
Not wi t hst andi ng applicant’s argunents that these goods do
not conprise a “Decision Support System” the evidence in
the file shows that applicant’s “on-1ine anal yti cal
processi ng” software is touted as enabling “...users at the
departnental, enterprise, supply chain, and even consuner
level s to make better decisions. "B Further, considering the
LEXI S/ NEXI S® evi dence and applicant’s own web pages, one
can find references to all the essential conponents of any
enterprise-w de data delivery architecture, i.e.
operational data, data warehouses, networks, DSS engines,
and this specific DSS application.EI
In fact, turning next to the term “Broadcaster,” we
| earn that the specific DSS application involved herein is
an “information broadcast server.” This state-of-the-art
application devel opnent environnment takes tasks fornerly
assunmed to be white-collar work (i.e., witing letters,
sending el ectronic mail nessages or issuing requests for
nore detailed information) and turns the tasks into

automated activities that directly foll ow conmputerized

See “M2 Presswire,” Novenber 10, 1998, supra, p. 5.

Whil e applicant’s specinmens of record (e.g., conpact discs)
i nclude the sonewhat different words “Decision Support

Sol utions,” it would be disingenuous of applicant or this Board
to conclude that a generally understood initialismfor a generic
termcan be transforned into a source-indicator with such a

cl ever substitution.

6

13
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deci si on support investigations. The record shows that “e-
broadcast servers” are delivering custom zed and
personal i zed “broadcast nmessages.” That is, the conputer
systemis actually “broadcasting information” to targeted
reci pients, throughout the enterprise and beyond. The DSS
application does this via existing and energi ng
comuni cati on channels such as e-mail, pagers, fax
machi nes, nobile tel ephones, and the |iKke.

| take judicial notice of the fact that “broadcaster”
is a noun for one who dissem nates information over a w de
area, or to several recipients simultaneously. This
definition is not limted to whether the dissem nator is,
for exanple, a television station, an individual having a
| oud voice or an “information broadcast server.”

Furthernore, to the extent that the decision of Hutchinson

Technol ogy Inc., supra, is even applicable to a discussion

under Section 2(e)(1) of the Act, “broadcaster” for an
i nformati on broadcast server has a great deal nore
“particularity” than does a broad termlike “technol ogy”
for conputer products generally.

Finally, as does the majority, | nust consider whether
t he conbi nation of the generic term*“DSS” and the
descriptive, if not generic term “Broadcaster,” creates

any new or incongruous neanings. To the extent one can

14
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conclude that applicant’s revolutionary software is a
“deci si on support system” or “DSS,” whose prinary,

i nnovative feature is an informati on broadcast server, or
“broadcaster,” | find nothing new or incongruous in the
conbination. This alleged mark, taken as a whole, would
enabl e potential purchasers, i.e., those who are

know edgeabl e about on-1ine anal ytical processing, readily
and i medi ately to understand the precise nature or the

i ntended function of applicant’s goods. Followi ng this

| ogi c, presumably anyone else in the information systens
i ndustry, whose decision support system architecture
permts a broadcasting application should also be able to
enpl oy this conbined termusing the ordinary dictionary

meani ngs of both of the constituent el enents.
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